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Olswang’s patent attorney move is a risk
When it comes to patent work, the
English law firm Olswang would be
unlikely to find itself nominated
alongside the likes of Bird & Bird,
Bristows and Taylor Wessing as
one of the leading players in the
London legal market. Although it
has represented organisations
such as Dyson, Boston Scientific
and the University of California in
important litigation, Olswang has
a much stronger reputation in the
copyright and trademark arenas,
where it acts for a series of highprofile clients, especially in the
TMT sector.
Over recent years, however,
Olswang has been investing
heavily in building a greater
presence on the patent side, and
has managed to attract several
highly regarded individuals to its
offices in Covent Garden, notably
current head of IP Michael
Burdon, who previously ran the
biosciences group at rivals
Eversheds. As more firms seek to
build all-round IP expertise in
London and elsewhere in the UK,

there is nothing particularly
unusual in all of this.
However, where the Olswang
strategy does begin to diverge
from that followed by most of the
competition is in the firm’s stated
commitment also to build a
patent prosecution capability:
something that was emphasised
in April when Olswang announced
that two patent attorneys had
been recruited from Nortel and
that Brian Williamson, the former
head of the international patent
group at NCR, was to join the firm
in June to run the patent
prosecution practice.
Traditionally in the UK there
has been an almost complete
separation between patent
attorneys and patent lawyers.
Patent attorneys tend to group
together to run firms that offer
expertise in the procurement of
patent rights, while lawyers focus
on transactional work and
litigation. It is a divide that is
institutionalised by Law Society
rules that state that lawyers and

non-lawyers cannot work together
in partnership. And it is a divide
that has served both sides of the
equation quite nicely up to now,
with patent attorneys – or agents,
as they were commonly known
until quite recently – referring
their clients’ contentious work on
to lawyers as and when it is
necessary.
Indeed, the potential loss of
referral work is one of the main
reasons why law firms have been
reluctant to establish filing
practices of their own, as patent
attorneys have always made it
very clear that they will not hand
work on to those they consider
are in competition with them. In
addition, there is a cost factor:
good prosecution practices cost a
lot of money to establish and, if
they are to be successful, need
to be staffed by top practitioners
– the type of people that do not
come cheap. A law firm with
acknowledged competence in
patent litigation cannot afford for
this to be compromised by

Continued on page 6

Continued from page 4

in the San Francisco courtroom
where the auction was held was
that ThinkFire and Brissac, which
was identified with Intellectual
Ventures, bid against each other
until late in the auction.
The expectation was that
either of the two companies
intended to target IBM and
Microsoft in efforts to enforce the
Commerce One patents. The
patents cover a technology for
web-based business-document
exchange that is widely
incorporated into IBM and
Microsoft programs. The
auction’s winning bidder, JGR
Acquisitions, is still an unknown
entity whose intentions have not
been made public.

namely proprietary technology that
can keep competitors out of the
market place, or at least slow
their entry. The classic example
he always cited is Amazon.com’s
one-click method of ordering
which, for at least a year, gave the
Seattle-based bookseller
domination of online book sales.
But perhaps the first choke
point he will have to face in his
new job at IBM will be the former
Commerce One patents. Given
that Rivette’s approach to IP
assets goes far beyond litigation,
one could expect any possible
enforcement issue to be solved
through licensing and other
creative leveraging techniques.
At IBM, Rivette will be reporting
to non-lawyer Jim Stallings, the
computer giant’s vice-president for
IP and Standards. The choke point
issue is also sure to arise vis a vis
the IBM Strategic Growth Initiative

Stallings heads. This programme
includes both IBM’s Linux and Grid
Computing initiatives. The latter
deals with a form of distributed
computing that operates in an
open system of proprietary rights.
The concepts of choke points and
open systems seem, on their face,
to be antithetical, or at least to
contain a great deal of tension.
Many Rivette watchers are
surprised to see him move to IBM.
They can’t quite reconcile the
company’s legendary blue-suited
legions with the free-wheeling
Californian who likes to grab
vegetarian lunches in nouvelle
cuisine bistros and tool around the
coastal highway in his Morgan
roadster. But they do acknowledge
that even as a former patent
lawyer, Rivette may well have that
essential vision thing down pat.
After all, IBM would not be paying
for anything less.

particularly two with connections
to former Microsoft Chief
Technology Officer Nathan
Myhrvold. One company is
ThinkFire in New Jersey, run by
Daniel McCurdy, who formerly
headed Lucent Technologies. The
other, Intellectual Ventures, is
based in Washington State with
Myhrvold at the helm.
The big question in recent
months has been why patentmanagement companies have
acquired certain patents, and
whether they intend to assert them
against big companies like IBM. In
a bankruptcy auction in late 2004,
the previously unknown company
JGR Acquisitions successfully bid
US$15.5 million for a portfolio of
e-commerce patents previously
owned by the defunct Commerce
One. What created the biggest buzz
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Choke points
What this has to do with Rivette is
that he likes to look at a
company’s potential choke points,

shoddy work from those handling
a client’s patent applications and
so will always have to look at the
top end of the market when it is
recruiting (even though he is not
a partner, Williamson, for
example, is to be paid at the
same rate and will enjoy the
same status as Olswang
partners). Then there are the
cultural differences – patent
attorneys are generally not
qualified lawyers and often have a
very different outlook to lawyers
when it comes to things such as
internal decision making and
client relations.
The bottom line in all of this
is that patent prosecution is a
numbers game. To do it profitably
you need to do a lot of it, and you
cannot do a lot of it unless you
do it well and can offer a range of
expertise across a variety of
technical areas. The investments
required to get to that stage are
such that for most law firms,
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Portugal’s technology transfer challenge
Once an inward-looking, agrarian
society with standards of living
and a GDP well below European
averages, Portugal has grown
rapidly over the last 30 years,
fuelled by huge foreign investment,
economic liberalisation and a
programme of privatisation – much
of which came about after
membership of the European
Union was secured in 1986.
Throughout the 1980s and
1990s, Portugal proved attractive
to foreign investors drawn by low
wages. And as companies
established themselves in the
country, so EU grants enabled
Portugal to develop a transport
infrastructure and significantly
improve the provision of
healthcare and other social
benefits. As a result, these days
Portugal is, superficially at least,
another prosperous, successful

European country. And therein lies
its problem.
Since the expansion of the EU
in April 2004, there are now places
in which to establish a European
presence where salary costs and
taxes are lower. In addition, the EU
money that once poured into the
country is slowing to a trickle, as
the new member states become
the priorities for European aid.
In a country that has relied on
inward investment, as well as on
large grants to be spent on
infrastructure projects that also
employ thousands, there is little to
fall back on. In much of the
developed world, the mantra is that
countries must look to innovation
to take them forwards. Yet
innovation in Portugal is not easy
to find. Only 21% of all expenditure
on R&D occurs in privately run
companies, and that in a country

where R&D spending represents
only 0.75% of an overall GDP of
US$175 billion. The sums involved,
therefore, are minute.
Which all means Portugal’s
politicians have a problem. The old
drivers of the economy are slowing
down and there is little out there to
replace them, at least not if you
look at the private sector. The
country’s universities, however, are
a different matter. For example, at
Coimbra, home to the country’s
oldest seat of learning, the
Instituto Pedro Nunes has been
established as a not-for-profit
organisation since 1991. Its aim is
to promote innovation and the
transfer of technology from the
university to industry, and so far it
has helped to spin out 35
companies. Most prominent among
them is Critical Software, a
business that has grown 50%

annually since 2002 and which
now enjoys a turnover close to
Euros 4 million.
In a country where innovation
does not have a strong recent
tradition, this kind of achievement
is highly significant and should
provide decision makers with much
food for thought. To compete on a
global level, Portugal needs to
encourage more Critical Softwares
to develop. But, at present, the
country does not even have laws
that deal specifically with
technology transfer. What the
Instituto Pedro Nunes and other
organisations in Portugal have
achieved, therefore, has often
been in spite of the environment
within which they work. This needs
to change, and fast. The
government would be wise to
engage with its university sector in
order to develop policies that will
facilitate what could be a
significant engine for growth over
the coming decades.
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comes to licensing rights and
litigating them.
Of course, it was also a much
easier proposition for such firms
to think in this way because, as
new kids on the block, they did
not have the relationships with
patent attorneys enjoyed by the
established players on the
London scene, meaning there
was no immediate risk in going
into competition with them. What
such firms also made sure they
did was to hire some of the
English market’s big names in
patent litigation to back up their
claims for full service expertise:
Isabel Davies and James Irvine at
Howrey; David Llewelyn at White
& Case; and Larry Cohen at
McDermotts all have established
reputations.
Like their American
counterparts, the handful of
English firms now beginning to
offer prosecution services have no
real tradition in patents and can
therefore afford to ruffle a few
feathers. For Olswang, read also
Rouse & Co – which has
traditionally been known for its

trademark expertise – TMT
stalwart Nabarro Nathanson and
Field Fisher Waterhouse, a firm
with a strong soft IP pedigree that
has recently gone into alliance with
patent attorneys Mathys Squire to
offer clients a one-stop IP service.
What these English firms do not
have, however, are the deep
pockets of those from the US,
which makes it much more difficult
to bring in top-class litigation
expertise. Olswang has managed
to do it with Michael Burdon but
beyond him it is difficult to find any
hard contentious patent pedigree
at the firm. Likewise, none of the
other firms can offer the patent
litigation strength in depth that the
really big players in the market
have at their disposal.
All of which makes what they
are doing a risk and explains why,
so far, the majority have only
moved into the area in a small
way or, in FFW’s case, have
chosen to work in conjunction
with an established firm of
attorneys. Olswang, on the other
hand, is making noises about
further expansion and explains

that its new focus on patent
procurement has been led at
least in part by the desire of a
large client that the firm handle
its prosecution affairs. That is
undeniably great news but only, of
course, for as long as the client
remains happy with the work
being done. It also begs the
question of whether one client
can really offer enough work to
keep a whole team in business,
especially one that is talking
bullishly about further growth.
What the firm will hope for is
more instructions and, crucially, a
decision from some of those who
do come on board to trust it with
contentious matters as well. If
this happens then the strategy
Olswang is following will be
vindicated – patent litigation in
the UK can be a very lucrative
affair. But if it does not happen,
the firm could well find itself
incurring some pretty hefty
expenses for what at best are
marginally profitable returns. And
that will not be at all popular with
partners operating in entirely
different practice areas.

especially those that already get
a good deal of work from patent
attorneys, establishing a patent
prosecution practice is not worth
the bother.
Or so the theory went until the
likes of Olswang began to
challenge it. Because while the
firm is certainly a pioneer, it is not
beating a solo path: there are a
few other lawyers in England who
are thinking along similar lines. It
is a trend that began at the back
end of the last century when US
law firms in London began to look
at intellectual property as a
serious area for growth. For some
of these – including the likes of
Howrey Simon Arnold & White,
McDermott Will & Emery and
White & Case – it seemed logical
to offer the same full IP service in
London that clients received in the
US. After all, it is a model that has
proved successful in attracting
and then keeping clients who start
off by using you to procure patent
protection and then, so the theory
goes, stick with you when it
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