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1. What are the most effective ways for a
European patent holder whose rights
cover your jurisdiction to enforce its
rights in your jurisdiction?
Patent infringement claims can be brought in
the Patents Court (a division of the High
Court) or the Patents County Court. They
can also be brought before the Intellectual
Property Office by agreement of both parties,
but injunctions are not available. The Patents
County Court is suitable for lower-value
patent disputes, but the Patents Court is
generally recommended for most disputes.
Patent litigation in the United Kingdom
is quick and of a high standard, but this
comes at a cost. Therefore, the courts
encourage the parties to correspond before
proceedings begin and to mediate in order
to settle disputes if possible.
2. What level of expertise can a patent
owner expect from the courts in your
jurisdiction?
A patentee can expect a high level of
expertise from the UK courts. The judges
who hear patent cases are scientists and
experienced patent litigators.
3. How do your country’s courts deal
with validity and infringement? Are they
handled together or separately?
Validity and infringement are heard
together. The court will order the
bifurcation of proceedings only in
exceptional circumstances.
4. To what extent is cross-examination of
witnesses permitted during proceedings?
Cross-examination is permitted. It is
normal to have extensive crosswww.iam-magazine.com

examination of witnesses during trial;
indeed, expert witnesses and witnesses of
fact are required to be available for crossexamination during the trial unless there
are good reasons. If a witness is unavailable
for cross-examination, the weight attached
to his or her evidence by the judge is
usually reduced.
5. What role can and do expert witnesses
play in proceedings?
With the court’s permission, expert
witnesses can give whatever evidence is
reasonably required to assist the court in its
decision.
The court commonly takes into account
evidence from expert witnesses as to:
• The state of common general knowledge
in the art at material dates.
• The meaning of technical terms.
• Whether the invention is new, not
obvious and sufficiently described in
the patent specification for a competent
technician to understand.
Although the expert’s views on
questions such as whether an alleged
inventive step was obvious are admissible,
they do not bind the court.
Each expert witness files at least one
written report. A large part of a patent trial
will often be taken up with the crossexamination of expert witnesses. In some
cases the court is assisted by a courtappointed expert, but this is rare.
6. Is pre-trial discovery permitted? If so,
to what extent?
Yes. Document disclosure is an important
part of civil proceedings. A party must
provide the other parties with a list of the
documents on which they rely, those which
adversely affect its own or another party’s
case and any documents which support
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another party’s case. This is done during
the early stages of litigation. The other side
can then request copies.
Where a patent’s validity is in issue,
disclosure is limited to documents created
two years either side of the priority date.
Instead of disclosing documents, an alleged
infringer may provide a written description
of the allegedly infringing product or
process. Privileged documents such as
settlement correspondence need not be
shown to other parties.
In some circumstances a patent owner
may also apply to court before proceedings
commence for disclosure by its opponent or
a third party of specific documents or
classes of document.
7. Do the courts in your jurisdiction
apply a doctrine of equivalents?
The UK courts have steadfastly refused to
recognise a doctrine of equivalents. The
extent of patent protection is determined by
the claims. The claims are construed
purposively – the inventor’s purpose is
ascertained from the description and
drawings in the patent specification. The
inventor may have more than one purpose,
but there is no presumption that the
patentee meant to give the words their
widest possible meaning.
Purposive construction can lead to the
conclusion that an element of an alleged
infringement which appears different in a
technically trivial or minor way from an
element in a claim nonetheless falls within
the claim. This is the fair way to read the
claim in context.
8. Are certain patent rights (eg, those
relating to business methods, software
and biotechnology) more difficult to
enforce than others?
Patents cannot be granted for inventions
relating to excluded subject matter.
Excluded subject matter includes a
discovery, scientific theory or mathematical
method, a literary, dramatic, musical or
artistic work and a computer program.
Patents may be granted for inventions
which include but do not solely consist of
excluded subject matter. The application of
the law to the facts of any case is difficult
and may change if the European Patent
Office (EPO) gives guidance. It is currently
considering a referral on the patentability of
computer programs.
Under the EU Biotechnology Directive,
patents cannot be granted for, among other
things, the human body (including the
sequence or partial sequence of a gene),
processes for cloning human beings or uses
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of human embryos for industrial or
commercial purposes.
9. How far are courts bound by previous
decisions made in cases that have
covered similar issues?
A court may be bound by the reasons or
principles on which an earlier case has been
decided, depending on the seniority of the
court giving the earlier decision.
The UK Supreme Court generally
follows its own decisions and decisions of
its predecessor, the House of Lords, but is
not required to do so. The Court of Appeal
is bound by the Supreme Court and, except
in limited circumstances, its own decisions.
In patent cases, it may but need not depart
from its earlier reasoning if this is
inconsistent with a settled view of
European patent law formed by the EPO
Boards of Appeal.
High Court judges are bound by
decisions of the Court of Appeal and the
Supreme Court, and will usually follow the
reasoning in an earlier High Court judgment.
UK courts must determine questions of
law in accordance with the principles laid
down by and any relevant decision of the
European Court of Justice and the Court of
First Instance.
10. Are there any restrictions on who
parties can select to represent them in
a dispute?
In general, only barristers and solicitors
may act on behalf of others in litigation.
Barristers and solicitor advocates may
represent a party in the High Court and
above.
Patent attorneys can conduct litigation
and have rights of audience in the Patents
County Court, and on appeal to the High
Court from its decisions. Patent attorneys
with litigator certificates can conduct
litigation in the High Court, and in the
Court of Appeal on appeal from the Patents
County Court or the High Court in any
matter relating to patents, designs,
trademarks or technical information.
Representatives cannot act in litigation
if they have a conflict of interest.
11. Are courts willing to consider the
reasoning of courts in other jurisdictions
that have dealt with similar cases?
Yes. Foreign courts’ decisions do not bind
UK courts, but they may be cited and have
persuasive value, depending on the degree
of similarity with the case in issue and
which foreign court issued the decision
(some foreign courts are held in higher
regard than others).
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Patent litigation in the United Kingdom
is quick and of a high standard, but this
comes at a cost

12. How easy is it for defendants to delay
proceedings and how can plaintiffs
prevent them from doing so?
Patent proceedings operate to a timetable
fixed by the court, although often agreed by
the parties. A party may depart from the
timetable only by agreement with the other
party or with the court’s permission. If
either party attempts to delay proceedings
unduly, the other party can apply to court
for an order effectively putting the delaying
party at risk in the proceedings if it does
not comply with a deadline.
13. Is it possible to obtain preliminary
injunctions? If so, under what
circumstances can this be done?
Yes, but preliminary (or interim) injunctions
in patent disputes are rare. To assess
whether an interim injunction should be
granted, the court asks:
• Whether there a serious issue to be
tried.
• If so, whether damages would be an
adequate remedy to the patentee.
• If not, whether, in light of all the
circumstances and on balance, the
interests of the patentee outweigh those
of the defendant.
This latter condition is called the
balance of convenience.
To be granted an interim injunction, the
claimant must give an undertaking to the
court to compensate the defendant for any
damage it may suffer as a result of the
injunction being wrongly granted.
14. How much should a litigant plan to
pay to take a case through to a decision
at first instance?
The cost of litigation in both patent
revocation and infringement actions can
vary widely, depending on the complexity of
the case and the number of disputed issues
to be considered. Typical costs for a first
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instance trial in the Patents Court are
between £500,000 and £1.5 million.
15. Is it possible for the successful party
in a case to obtain costs from the losing
party?
Yes. The general rule is that the losing party
pays the costs of the winning party. The
losing party need pay only those costs of
the winning party that are reasonable and
proportionate to the matters in issue.
However, the court has a wide discretion to
make any other order for costs depending
on the circumstances.
16. What are the typical remedies granted
to a successful plaintiff by the courts?
In infringement proceedings, a successful
patentee will typically be granted:
• An injunction restraining the infringer
from any further threatened acts of
infringement.
• An order that the infringer deliver up or
destroy any infringing product or any
article of which that product is
inextricably part.
• A declaration that the patent is valid
and has been infringed.
• Either an enquiry as to damages or an
account of the profits derived by the
infringer from the infringement (see
question 17).
The losing party must also usually pay
the winning party’s reasonable costs. Relief
is also available where only part of a patent
is found to be valid and infringed.
In revocation proceedings a successful
claimant will be granted an order revoking
the patent, usually together with an order
for costs.
17. How are damages awards calculated?
Is it possible to obtain punitive damages?
A patentee is entitled to damages for actual
infringement of its patent or, at its option,
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an account of the infringer’s profits. The
object of damages is to compensate the
patentee for the loss suffered and not to
punish the infringer, so punitive damages
are not generally available. The damages or
profits payable are assessed in a separate
hearing after infringement has been
established.
Where a patentee has exploited its
patent by manufacture and sale it can claim:
• Lost profit on sales by the infringer that
the patentee would otherwise have
made.
• Lost profit on its own sales, to the
extent that it was forced by the
infringement to reduce its own price.
• A reasonable royalty on sales by the
infringer which the patentee would not
have made.
If an infringer was unaware and had no
reasonable grounds to suppose that the
patent existed, no damages or account of
profits can be awarded.
In practice, once liability has been
determined the parties usually settle the
financial claim. Thus, it is rare for the court
to consider damages or accounts of profits.
18. How common is it for courts to grant
permanent injunctions to successful
plaintiffs and under what circumstances
will they do this?
The court has a general discretionary power
to grant an injunction “in all cases in which
it appears to the court to be just and
convenient to do so”. Permanent
injunctions are commonly granted if
infringement is established.
19. How long does it take to obtain a
decision at first instance and is it
possible to expedite this process?
It typically takes 12 months from issuing a
claim to a decision at first instance. It is
possible to ask the court to order a speedy
trial if there is a need for an early decision
or to apply for early summary judgment if
the case is clear cut.
20. Under what circumstances will the
losing party in a first instance case be
granted the right to appeal? How long
does an appeal typically take?
Appeals are made to the Court of Appeal
with the permission of the first instance
court (the Patents Court or the Patents
County Court) or the Court of Appeal.
Permission is given only where the court
considers that the appeal has a genuine
prospect of success or there is another
compelling reason why the appeal should be
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heard. An appeal is a review of the lower
court’s decision and not a rehearing of the
case. The appeal is confined to cases where
the trial judge has erred in principle, for
example on points of law, or where the trial
judge was plainly wrong.
An appeal takes around nine months to
be heard.
21. Are parties obliged to undertake any
type of mediation/arbitration prior to
bringing a case before the courts? Is
ADR a realistic alternative to litigation?
Parties will be actively encouraged, but
cannot be compelled, to participate in ADR.
It has become usual practice for the courts
to include specific clauses in interim orders
requiring legal representatives to advise
their clients of the availability of mediation
to resolve the dispute. ADR is widely
practised and often successful, although
not yet common in patent litigation.
22. In broad terms, how pro-patentee are
the courts in your jurisdiction?
In recent years the UK courts have been
seen as anti-patentee following a number
of successful challenges by generic
pharmaceutical companies against patents
for pharmaceutical formulation and
process patents. The reality is more
complex. Compared with the courts of
other European jurisdictions, UK courts
examine the validity of patents in great
depth. This means that UK decisions are
rigorous and well respected in other
jurisdictions.
Increasingly, UK judgments are more in
line with case law of the EPO and its Boards
of Appeal. This reflects a balanced approach
in recognition of the harmonisation of
European patent laws under the European
Patent Convention.
23. Has your jurisdiction signed up to
the London Agreement on Translations?
If not, how likely is it to do so?
Yes, the United Kingdom has signed the
London Agreement.
24. Are there any other issues relating to
the enforcement system in your country
that you would like to raise?
The high cost of litigation in the United
Kingdom, including patent litigation, has
been widely recognised. Lord Justice Jackson
recently conducted a review of civil litigation
costs, in which he made recommendations as
to how the costs of patent litigation might be
reduced. If the recommendations are
implemented, the costs of patent litigation
should diminish.
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